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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing dale of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office laterthan three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^3 Responsive to communication^) filed on 05 September 2003 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213, 
Disposition of Claims 

4) S Claim(s) 1-10 and 12-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Cfaim(s) 1-10am~nd 12-33 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawtng(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)d All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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This action is in response to the request for continued examination (RCE) and amendment 
filed on September 5, 2003. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-10, 12, 13 and 15-33 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is not clear whether the 85 to 96 wt% and 4 to 25 wt% are 
based upon the powder coating composition or the combination of polyester resin and triglycidyl 
isocyanurate crosslinking agent. It appears from the specification that the percentages are based 
upon the combination of polyester resin and triglycidyl isocyanurate crosslinking agent. See 
examples PT-15 and PT-30 where additives are used in amounts that result in composition in 
which the polyester is not within the range of 85 to 96 wt% based upon the powder coating 
composition. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-9, 12-20, 22-29 and 31-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Merck. The rejection is applied as in the Office Action mailed September 25, 
2002. Applicant argues that the reference does not suggest the amounts of 1,3 -propanediol, 
polyester and triglycidyl isocyanurate required in the claims. If the amounts of polyester and 
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triglycidyl isocyanurate are based upon the combination of polyester and triglycidyl isocyanurate, 
then the amounts used in Example 6 of the reference are within the claimed range. If the amounts 
are based upon the powder coating composition, then it would have been obvious to exclude the 
optional components used in Example 6 resulting in a powder coating containing polyester and 
triglycidyl isocyanurate in the amounts required in the claims. At col. 3, lines 34-46, 1, 3- 
propanediol is specified as one of ten possible glycols that also include neopentyl glycol in 
preferred amounts of more than 50 mol%. The polyesters used in the examples are prepared' from 
neopentyl glycol in amounts of more than 50 mol% with ethylene glycol, another of the 
exemplified glycols, in amounts of more than 5 mol% . Thus, the reference suggests copolyesters 
prepared form more than 50 mol% of neopentyl glycol with other glycols that include 1,3- 
propanediol in amounts of more than 5 mol%. 

Applicant further argues that criticality for the ranges of 5 to 90% and 15 to 50% of 1,3- 
propanediol have been demonstrated. With respect to the 5 to 90% range, there is no evidence 
relating to polyesters having an amount of 5 mol% of 1,3 -propanediol. With respect to the 15 to 
50% range, there is no comparison with the closest prior art, i.e. the neopentyl/ethylene glycol 
polyester compositions of the reference and there is no showing commensurate in scope with the 
claims. 

Claims 1-3, 5-10, 12-15, 17-24 and 26-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marsiat. The rejection is applied as in the Office Action mailed September 25, 
2002. Applicant argues that the reference does not suggest the amounts of 1,3 -propanediol, 
polyester and triglycidyl isocyanurate required in the claims. If the amounts of polyester and 
triglycidyl isocyanurate are based upon the combination of polyester and triglycidyl isocyanurate, 
then the amounts used in the examples of the reference are within the claimed range. If the 
amounts are based upon the powder coating composition, then it would have been obvious to 
exclude the optional components used in the examples resulting in a powder coating containing 
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polyester and triglycidyl isocyanurate in the amounts required in the claims. At col. 3, lines 52- 
55, 1, 3-propanediol is specified as one of eight possible glycols that also include neopentyl 
glycol The polyesters used in the examples are prepared from neopentyl glycol in amounts of 
more than 50 mol% with ethylene glycol, another of the exemplified glycols, in amounts of more 
than 5 mol% . Thus, the reference suggests copolyesters prepared form more than 50 mol% of 
neopentyl glycol with other glycols that include 1,3 -propanediol in amounts of more than 5 mol%. 

Applicant further argues that criticality for the ranges of 5 to 90% and 15 to 50% of 1,3- 
propanediol have been demonstrated. With respect to the 5 to 90% range, there is no evidence 
relating to polyesters having an amount of 5 mol% of 1,3 -propanediol. With respect to the 15 to 
50% range, there is no comparison with the closest prior art, i.e. the neopentyl/ethylene glycol 
polyester compositions of the reference and there is no showing commensurate in scope with the 
claims. 

Applicant has not complied with one or more conditions for receiving the benefit of an 
earlier filing date under 35 U.S. C. 1 19(e) as follows: 

An application in which the benefits of an earlier application are desired must contain a 
specific reference to the prior application(s) in the first sentence of the specification or in 
an application data sheet (37 CFR 1.78(a)(2) and (a)(5)). 
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